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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the amendment received 4/26/04. Claims 
1-19 and 22-27 are pending. Claims 20-21 and 28 have been cancelled. 



Claim Rejections - 35 USC § 101 

2. The rejection of claims 4-5,8-9,12-15 and 17 under 35 U.S.C. 101, is hereby 
withdrawn due to the amendment received 4/26/04. 

Claim Rejections - 35 USC §112 

3. The rejection of claims 6-7,10-11, and 16 under 35 U.S.C. 112, second 
paragraph, is hereby withdrawn due to the amendment received 4/26/04. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1-7, 10-17, and 22-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davis et al. ("The Information System Consultant's Handbook: 
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Systems Analysis and Design", CRC Press) in view of Feurer et al ("Performance 
Measurement in Strategic Change") 

(A) As per claim 1 , Davis teaches a method for defining the measure of performance 
of an information technology organization, comprising; 

a) an interviewing technique to identify customer goals of a system including 
behaviors exhibited in meeting the goals (Davis; section 8.2, paragraphs 1-2); 

b) building a model in response to the customer requirements (i.e., goals) in such 
a manner that it is possible to test the finished system (i.e., metrics) (Davis; section 
35.1, lines 1-4 and sections 75.1 and 75.3); 

c) creating a data flow diagram of the old system (i.e., determining the metrics 
already collected) (Davis; section 3.4.1.2, lines 1-4); 

d) creating a model of the new system based off of the old model including 
adding new requirements and elimination redundancies (i.e., identifying new data 
collection sources for data not already collected) (Davis; section 3.4.1.3, lines 1-5, 
section 24.4.7.2, lines 1-4 and section 75.4); 

e) implementing/developing the system (i.e., gathering the metrics) (Davis; 
section 74.4.5 and section 72.4.1, lines 11-13); and 

f) generating test data (i.e., measurement reports) (Davis; sections 75.1 and 
75.4.5). 

Claim 1 further recites that the step of building a measurement model in 
response to customer performance goals further comprises: 
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- building said first draft measurement model (Davis; Figure 31 .1 , and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31.4.1-31.4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis discloses iterative model creation (i.e. building first and second draft 
measurement models), but does not expressly disclose executing a first prioritization 
process determining for each metric a relationship with each said behavior satisfied by 
said metric and a second prioritization process determining for each metric a 
relationship with each other metric. Feurer teaches developing models using multiple 
hierarchies (i.e. first and second prioritization processes) that include relating metrics to 
behaviors satisfied by the metrics and relating the metrics to one another, (paragraphs 
1 7,26-31 ,34-38) At the time of the Applicant's invention, it would have been obvious to 
one of ordinary skill in the art to modify the teachings of Davis with the teachings of 
Feurer. As suggested by Feurer, one would have been motivated to include these 
features so that the resultant system and method reflects the values of the customers 
(e.g. stakeholders) while establishing the right balance between conflicting goals. 
(Feurer: par. 1 ) 

Claim 1 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis fails to expressly disclose having a 
minimum set of measures that drive behaviors. Feurer discloses that models should 
include a balanced set of measures (i.e. a minimum set of measures), which reflect the 
values of stakeholders in an organization (par. 36). At time of the Applicant's invention, 
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it would have been obvious to one of ordinary skill in the art to modify the system and 
method disclosed by Davis with the teaching of Feurer to ensure that a minimum set of 
measures that drive behaviors are included in the modeling process. As suggested by 
Feurer, one would have been motivated to include this feature to ensure that there are 
adequate data for comparison purposes (par. 32). 

(B) As per claim 2, Davis teaches selecting test data to ensure the system meets the 
user's needs (i.e., selecting metrics which satisfy prioritized behavior) (Davis; section 
74.4 and section 35.4.1, lines 1-7). 

(C) As per claim 3, Davis teaches non-behavior requirements and selecting test data 
(Davis; section 74.4 and section 35.4.1, lines 7-9). 

(D) As per claim 4, Davis teaches a method for creating a measurement model 
product comprising; 

a) providing a methodology (i.e., future capabilities work product) for defining 
goals and measurements (Davis; section 35.1, section 3.1 and section 74.3); and 

b) using a computer to translating the customer goals into a logical and physical 
model that defines desired behaviors and measures that test the behavior (i.e. 
measurement model work product) (Davis; Figures 35.1-35.3, section 35.4.1, section 
35.4.3.1, lines 1-21 and sections 74.1 an 74.4.1— Davis discloses a computer- 
implemented modeling system). 
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Claim 4 further recites the step of building a measurement model work product 
further comprising: 

- building said first draft measurement model (Davis; Figure 31 .1 , and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31.4.1-31.4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis discloses iterative model creation (i.e. building first and second draft 
measurement models), but does not expressly disclose executing a first prioritization 
process determining for each metric a relationship with each said behavior satisfied by 
said metric and a second prioritization process determining for each metric a 
relationship with each other metric. Feurer teaches developing models using multiple 
hierarchies (i.e. first and second prioritization processes) that include relating metrics to 
behaviors satisfied by the metrics and relating the metrics to one another, (paragraphs 
1 7,26-31 ,34-38) At the time of the Applicant's invention, it would have been obvious to 
one of ordinary skill in the art to modify the teachings of Davis with the teachings of 
Feurer. As suggested by Feurer, one would have been motivated to include these 
features so that the resultant system and method reflects the values of the customers 
(e.g. stakeholders) while establishing the right balance between conflicting goals. 
(Feurer: par. 1) 

Claim 4 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis fails to expressly disclose having a 
minimum set of measures that drive behaviors. Feurer discloses that models should 
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include a balanced set of measures (i.e. a minimum set of measures), which reflect the 
values of stakeholders in an organization (par. 36). At time of the Applicant's invention, 
it would have been obvious to one of ordinary skill in the art to modify the system and 
method disclosed by Davis with the teaching of Feurer to ensure that a minimum set of 
measures that drive behaviors are included in the modeling process. As suggested by 
Feurer, one would have been motivated to include this feature to ensure that there are 
adequate data for comparison purposes (par. 32). 

(E) As per claim 5, Davis teaches the step of determining the deficiencies in 
organization measurement processes by examining the old system versus the new 
system requirements (Davis; sections 3.4.1.1-3.4.1.4 and sections 74.1 and 74.4.1). 

(F) As per claim 6, Davis teaches a system for creating and using a measurement 
model work product, comprising: 

a) a requirements specification (i.e., future business capabilities work product) for 
defining customer goals and test data (Davis; sections 25.1, 74.1, and 74.4.1); and 

b) a requirements specification and test plan (i.e., measurement model) for 
translating customer goals into specific behaviors and measures that demonstrate the 
behaviors (Davis; section 35.4.1, 35.4.3.1, lines 1-21 and sections 74.1 and 74.4.1). 

Davis further discloses that the system for iterative model creation (i.e. building 
first and second draft measurement models) has the following capabilities (i.e. the 
system comprises components to perform the following): 
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- building said first draft measurement model (Davis; Figure 31.1, and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31.4.1-31.4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis does not expressly disclose that the system executes a first prioritization process 
determining for each metric a relationship with each said behavior satisfied by said 
metric and a second prioritization process determining for each metric a relationship 
with each other metric. Feurer teaches developing models using multiple hierarchies 
(i.e. means for performing first and second prioritization processes) that include relating 
metrics to behaviors satisfied by the metrics and relating the metrics to one another, 
(paragraphs 17,26-31,34-38) At the time of the Applicant's invention, it would have 
been obvious to one of ordinary skill in the art to modify the teachings of Davis with the 
teachings of Feurer to include a first and second prioritization process. As suggested 
by Feurer, one would have been motivated to include these features so that the 
resultant system and method reflects the values of the customers (e.g. stakeholders) 
while establishing the right balance between conflicting goals. (Feurer: par. 1) 

Claim 6 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis fails to expressly disclose having a 
minimum set of measures that drive behaviors. Feurer discloses that models should 
include a balanced set of measures (i.e. a minimum set of measures), which reflect the 
values of stakeholders in an organization (par. 36). At time of the Applicant's invention, 
it would have been obvious to one of ordinary skill in the art to modify the system and 
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method disclosed by Davis with the teaching of Feurer to ensure that a minimum set of 
measures that drive behaviors are included in the modeling process. As suggested by 
Feurer, one would have been motivated to include this feature to ensure that there are 
adequate data for comparison purposes (par. 32). 

(G) As per claim 7, Davis teaches 

c) creating a model of the new system based off of the old model including 
adding new requirements and elimination redundancies (i.e., identifying possible 
deficiencies in organizational measurement processes) (Davis; sections 3.4.1-3.4.4, 
section 24.4.7.2, lines 1-4 and section 75.4). 

(H) As per claim 1 0, Davis teaches a system for formulating measurement 
requirements that are to be implemented in an engagement, comprising: 

a) a structured analysis for detailing a current system and data flow diagram for 
detailing in a computer database data flow of data collected and reported (Davis; 
section 3.4.1.1-3.4.1.2 and sections 24.4.6.1-24.4.6.3 and 24.4.11); 

b) a requirements specification (i.e., measurement model work product) for 
translating customer goals into specific behaviors and measures that demonstrate the 
behavior (Davis; Figures 35.1-35.3, and 5.1, sections 35.4.1, 35.4.3.1, lines 1-21 and 
section 74.1 and 74.4.1); and 

c) a gap analysis work product for creating a model of the new system based on 
the model of the old system including adding new requirements and elimination 
redundancies (i.e., defining in said computer database differences between current 
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measures and new required measures) (Davis; section 3.4.1.3, lines 1-5, sections 
24.4.6.1-24.4.6.3, 24.4.7.2 and section 75.4). 

d) a computer for deriving the measurement model work product from iterative 
prototyping (i.e. first and second draft measurement models) (Davis: sections 5.1 , 5.3- 
5.4.3, 35.6) 

Davis further discloses that the system for iterative model creation (i.e. building 
first and second draft measurement models) has the following capabilities (i.e. the 
system comprises components to perform the following): 

- building said first draft measurement model (Davis; Figure 31 .1 , and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31 .4.1-31 .4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis does not expressly disclose that the system executes a first prioritization process 
determining for each metric a relationship with each said behavior satisfied by said 
metric and a second prioritization process determining for each metric a relationship 
with each other metric. Feurer teaches developing models using multiple hierarchies 
(i.e. means for performing first and second prioritization processes) that include relating 
metrics to behaviors satisfied by the metrics and relating the metrics to one another, 
(paragraphs 17,26-31 ,34-38) At the time of the Applicant's invention, it would have 
been obvious to one of ordinary skill in the art to modify the teachings of Davis with the 
teachings of Feurer to include a first and second prioritization process. As suggested 
by Feurer, one would have been motivated to include these features so that the 
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resultant system and method reflects the values of the customers (e.g. stakeholders) 
while establishing the right balance between conflicting goals. (Feurer: par. 1) 

Claim 10 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis fails to expressly disclose having a 
minimum set of measures that drive behaviors. Feurer discloses that models should 
include a balanced set of measures (i.e. a minimum set of measures), which reflect the 
values of stakeholders in an organization (par. 36). At time of the Applicant's invention, 
it would have been obvious to one of ordinary skill in the art to modify the system and 
method disclosed by Davis with the teaching of Feurer to ensure that a minimum set of 
measures that drive behaviors are included in the modeling process. As suggested by 
Feurer, one would have been motivated to include this feature to ensure that there are 
adequate data for comparison purposes (par. 32). 

(I) As per claim 1 1 , Davis teaches, the system as rejected in claim 10 further 
comprising: 

a) a user interface design (i.e., documenting expectations for data collection) 
(Davis; section 48.3, lines 1-15 and section 48.4.4.1, lines 1-14); 

b) a tool for configuring tools to implement requirements (Davis; section 35.4.3.4 
and section 5.4.4, 5.4.1.9,); 

c) a requirements specification and system flow chart to define behavioral 
expectations (Davis; section 35.4.3.4 and Figure 37.4); and 

d) a report for visualizing the requirements (Davis; section 75.4.5.3, section 75.1 , 
lines 1-2, section 75.4.5, lines 6-12 and section 4.4.2.3). 
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(J) As per claim 12, Davis teaches a measurement and performance management 
method, comprising: 

a) developing in a computer database a measurement solution during a proposal 
phase (Davis: sections 24.4.6.1-24.4.6.3; 35.4.3.4; and section 35.6; section 3.4.1.7; 
5.1, 5.3-5.4.3, and section 1.4.4, lines 1-28) 

b) validating assumptions and expectations in the solutions during a feasibility 
phase (i.e., due diligence) (Davis; section 13.4.2, 13.4, line 1-6, table 13.1); and 

c) transferring to user the resources and assets for implementing the 
measurement solution during a transfer phase (Davis; Figure 13.1 , section 76.3, 76.4.4 
and 76.4.5). 

Claim 12 further recites the step of building a measurement model work product 
further comprising: 

- building said first draft measurement model (Davis; Figure 31.1, and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31.4.1-31.4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis discloses iterative, computer-implemented model creation (i.e. building first 
and second draft measurement models), but does not expressly disclose executing a 
first prioritization process determining for each metric a relationship with each said 
behavior satisfied by said metric and a second prioritization process determining for 
each metric a relationship with each other metric. Feurer teaches developing models 
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using multiple hierarchies (i.e. first and second prioritization processes) that include 
relating metrics to behaviors satisfied by the metrics and relating the metrics to one 
another, (paragraphs 17,26-31 ,34-38) At the time of the Applicant's invention, it would 
have been obvious to one of ordinary skill in the art to modify the teachings of Davis 
with the teachings of Feurer. As suggested by Feurer, one would have been motivated 
to include these features so that the resultant system and method reflects the values of 
the customers (e.g. stakeholders) while establishing the right balance between 
conflicting goals. (Feurer: par. 1) 

Claim 12 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis fails to expressly disclose having a 
minimum set of measures that drive behaviors. Feurer discloses that models should 
include a balanced set of measures (i.e. a minimum set of measures), which reflect the 
values of stakeholders in an organization (par. 36). At time of the Applicant's invention, 
it would have been obvious to one of ordinary skill in the art to modify the system and 
method disclosed by Davis with the teaching of Feurer to ensure that a minimum set of 
measures that drive behaviors are included in the modeling process. As suggested by 
Feurer, one would have been motivated to include this feature to ensure that there are 
adequate data for comparison purposes (par. 32). 

(K) As per claim 13, Davis teaches the step of building a solution responsive to 
inputs from a measurement module and a requirements validation module (Davis; 
Figure 5.1, section 5.4.1.3 and 5.4.1.7). 
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(L) As per claim 14, Davis teaches the validating step further comprising executing a 
comparison between existing measurements and proposed measurements in response 
to inputs from: a current process design, a proposed process design, a to-be 
organizational design, and a to-be process design (Davis; sections 3.4.1 .2-3.4.1 .4, and 
sections 4.4.2.1-4.4.2.2). 

(M) As per claim 15, Davis claims the transferring step further comprising an external 
interface design, a tools configuration, a requirement specification (i.e., contract 
measurement business policy), a report, end-user training materials, and a deployment 
plan (Davis; Figure 24.3, section 5.1, section 48.3, lines 1-5, section 35.4.3.4section 
47.3, lines 1-10, section 75.1 an 75.4.5, section 76.4.4.1-76.4.4.5). 
(N) System claim 16 differs from claim 12, in that claim 12 contains a method recited 
as a series of function steps whereas claim 16 contains features recited in a "means 
plus function" format. As the method of step claim 12 has been shown to be disclosed 
or obvious by the combined teachings of Davis and Feurer, it is readily apparent that the 
"means" to accomplish those method steps is obvious in view of the prior art. As such, 
the limitations recited in claim 16 are rejected for the same reasons given for method 
claim 12 and incorporated herein. 

(O) As per claim 17, Davis teaches a method for executing a page analysis 
comprising: 

a) mapping current system and data and identifying gaps in a computer database 
(Davis; sections 3.4.1.1-3.4.1.4; sections 5.1-5.4 (all), Figure 5.1); 
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b) identifying in said computer database missing measurement data (Davis; 
sections 3.4.1.1-3.4.1.4; sections 5.1-5.4 (all), Figure 5.1); 

c) identifying redundant (i.e., nonproductive) measurements (Davis; section 
3.4.1.3); 

d) identify impact to organizational structure (Davis; section 13.4.2, lines 11-19); 

and 

e) identify other requirements for measurement success (Davis; section 
24.4.7.4). 

Claim 17 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis fails to expressly disclose having a 
minimum set of measures that drive behaviors. Feurer discloses that models should 
include a balanced set of measures (i.e. a minimum set of measures), which reflect the 
values of stakeholders in an organization (par. 36). At time of the Applicant's invention, 
it would have been obvious to one of ordinary skill in the art to modify the system and 
method disclosed by Davis with the teaching of Feurer to ensure that a minimum set of 
measures that drive behaviors are included in the modeling process. As suggested by 
Feurer, one would have been motivated to include this feature to ensure that there are 
adequate data for comparison purposes (par. 32). 

(P) Claims 22-26 differs from claims 1 , 4, 8, 12, and 1 7, respectively, in that claims 1 , 4, 
8, 12, and 17 contain a method recited as a series of function steps whereas claims 22- 
26 contain features recited as a computer readable medium encoding instructions for 
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performing the steps of claims 1, 4, 8, 12, and 17 . As the method of step claims 1 , 4, 8, 
12, and 17 have been shown to be computer-implemented and disclosed or obvious by 
the combined teachings of Davis and Feurer, it is readily apparent that the "computer 
readable medium" to accomplish those method steps is obvious in view of the prior art. 
As such, the limitations recited in claim 22-26 are rejected for the same reasons given 
for method claims 1, 4, 8, 12, and 17 respectively, and incorporated herein. 

6. Claims 8-9, 18-19, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davis in view of Nagai et al. (US 2001/0025247 A1) and in further 
view of Feurer. 

(A) As per claim 8, Davis teaches a method for defining the measures of 
performance of an IT organization comprising: 

a) metric and measurement tools and parent and child measurement categories 
stored in a repository (i.e. computer database) (Davis; tables 5.1 and sections 
5.4.1,35.1-35.4); 

c) implementing contract measurements (Davis; section 76.1); and 

d) using and maintaining measurements (Davis; section 77.4.3 and 78.4.1). 
Davis teaches the method of claim 8 as explained above. However, Davis fails to teach 
the selecting measurements from the repository. Nagai details the selection of 
measurements from a repository (Nagai; Figure 12). It would have been obvious to one 
of ordinary skill in the art at the time of the invention to add the human resources 
measurements selected from a repository of Nagai to the performance measurement 
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system of Davis with the motivation of "supporting preliminary estimation of the effects 
of a system and a configuration proposal at a planning stage of construction and/or 
improvement of an information system" (Nagai; paragraph 0002, lines 7-10). 

Claim 8 further recites the step of building a measurement model work product 
further comprising: 

- building said first draft measurement model (Davis; Figure 31.1, and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31 .4.1-31 .4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis discloses iterative, computer-implemented model creation (i.e. building first 
and second draft measurement models), but does not expressly disclose executing a 
first prioritization process determining for each metric a relationship with each said 
behavior satisfied by said metric and a second prioritization process determining for 
each metric a relationship with each other metric. Feurer teaches developing models 
using multiple hierarchies (i.e. first and second prioritization processes) that include 
relating metrics to behaviors satisfied by the metrics and relating the metrics to one 
another, (paragraphs 17,26-31 ,34-38) At the time of the Applicant's invention, it would 
have been obvious to one of ordinary skill in the art to modify the teachings of Davis 
with the teachings of Feurer. As suggested by Feurer, one would have been motivated 
to include these features so that the resultant system and method reflects the values of 
the customers (e.g. stakeholders) while establishing the right balance between 
conflicting goals. (Feurer: par. 1) 
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Claim 8 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis fails to expressly disclose having a 
minimum set of measures that drive behaviors. Feurer discloses that models should 
include a balanced set of measures (i.e. a minimum set of measures), which reflect the 
values of stakeholders in an organization (par. 36). At time of the Applicants invention, 
it would have been obvious to one of ordinary skill in the art to modify the system and 
method disclosed by Davis with the teaching of Feurer to ensure that a minimum set of 
measures that drive behaviors are included in the modeling process. As suggested by 
Feurer, one would have been motivated to include this feature to ensure that there are 
adequate data for comparison purposes (par. 32). 

(B) As per claim 9, Davis teaches categories including, human resources, quality, 
customers, cost and schedule, process and productivity, output behaviors (Davis; tables 
11.1, 12.1, 18.1, 35.1-35.3). 

(C) As per claim 18, Davis teaches a conical method for defining a measurement 
model work product; comprising: 

a) articulating envisioned business goals and behaviors (Davis; section 8.2, lines 

1-5); 

b) defining goals and behaviors in a database of existing contract measures 
(Davis; table 5.1 and section 5.4.1.9; 

However, Davis fails to teach c) the selection of measurements from the database of 
contract measures. Nagai teaches the selection of measurements from a repository 
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(Nagai; Figure 12). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to add the human resources measurements selected from a 
repository of Nagai to the performance measurement system of Davis with the 
motivation of "supporting preliminary estimation of the effects of a system and a 
configuration proposal at a planning stage of construction/improvement of an 
information system" (Nagai; paragraph 0002, lines 7-10); 

Claim 18 further recites the step of building a measurement model work product 
further comprising: 

- building said first draft measurement model (Davis; Figure 31 .1 , and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31.4.1-31.4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis discloses iterative model creation (i.e. building first and second draft 
measurement models). However, Davis fails to teach the prioritization and the 
balancing of the measurements and does not expressly disclose executing a first 
prioritization process determining for each metric a relationship with each said behavior 
satisfied by said metric and a second prioritization process determining for each metric 
a relationship with each other metric. Feurer teaches developing models using multiple 
hierarchies (i.e. first and second prioritization processes) that include relating metrics to 
behaviors satisfied by the metrics and relating the metrics to one another, (paragraphs 
17,26-31 ,34-38) At the time of the Applicant's invention, it would have been obvious to 
one of ordinary skill in the art to further modify the teachings of Davis and Nagai with the 
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teachings of Feurer. As suggested by Feurer, one would have been motivated to 
include these features so that the resultant system and method reflects the values of the 
customers (e.g. stakeholders) while establishing the right balance between conflicting 
goals. (Feurer: par. 1 ) 

Claim 18 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis and Nagai fail to expressly disclose 
having a minimum set of measures that drive behaviors. Feurer discloses that models 
should include a balanced set of measures (i.e. a minimum set of measures), which 
reflect the values of stakeholders in an organization (par. 36). At time of the Applicant's 
invention, it would have been obvious to one of ordinary skill in the art to modify the 
system and method disclosed by Davis with the teaching of Feurer to ensure that a 
minimum set of measures that drive behaviors are included in the modeling process. 
As suggested by Feurer, one would have been motivated to include this feature to 
ensure that there are adequate data for comparison purposes (par. 32). 

(D) As per claim 19, Davis teaches a system for defining a measurements model 
work product comprising, 

a) a database for articulating envisioned business goals and behaviors (Davis; 
Figure 5.1, and section 5.4.1.9); 

However, Davis does not teach b) a second database to hold behaviors and 
goals selected from an existing contract measures; or c) a means for selecting 
measurements from the second database; or Nagai teaches a separate definition 
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information database (102) and a system configuration database (103), the selection of 
measurements from a repository, and the weighting of the measurements (Nagai; 
Figures 1 and 12, and page 8, paragraph 0125). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to add the human resources 
measurements selected from a repository of Nagai to the performance measurement 
system of Davis with the motivation of "supporting preliminary estimation of the effects 
of a system and a configuration proposal at a planning stage of 
construction/improvement of an information system" (Nagai; paragraph 0002, lines 7- 
10). 

Davis further discloses that the system for iterative model creation (i.e. building 
first and second draft measurement models) has the following capabilities (i.e. the 
system comprises components to perform the following): 

- building said first draft measurement model (Davis; Figure 31 .1 , and section 
31.4; 74.4.4.7) 

- building said second draft measurement model (Davis; section 31.4.1-31.4.2 
and Figure 31.1). (i.e. building second, third, nth models) 

Davis does not expressly disclose that the system comprises a prioritizing and 
balancing means for measurements in the work model. Davis also does not disclose 
that the system executes a first prioritization process determining for each metric a 
relationship with each said behavior satisfied by said metric and a second prioritization 
process determining for each metric a relationship with each other metric. Feurer 
teaches developing models using multiple hierarchies (i.e. first and second prioritization 
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processes) that include relating metrics to behaviors satisfied by the metrics and 
relating the metrics to one another, (paragraphs 1 7,26-31 ,34-38) The system/method of 
Feurer also discloses that weighted hierarchies are established for the measurements in 
the work model, (i.e. means for prioritizing and balancing measurements) At the time of 
the Applicant's invention, it would have been obvious to one of ordinary skill in the art to 
further modify the teachings of Davis and Nagai with the teachings of Feurer to include 
a first and second prioritization process and prioritizing and balancing means. As 
suggested by Feurer, one would have been motivated to include these features so that 
the resultant system and method reflects the values of the customers (e.g. 
stakeholders) while establishing the right balance between conflicting goals. (Feurer: 
par. 1 ) 

Claim 19 further recites having the measurement model include a minimum set of 
measures that drive desired behaviors. Davis and Nagai fail to expressly disclose 
having a minimum set of measures that drive behaviors. Feurer discloses that models 
should include a balanced set of measures (i.e. a minimum set of measures), which 
reflect the values of stakeholders in an organization (par. 36). At time of the Applicant's 
invention, it would have been obvious to one of ordinary skill in the art to modify the 
system and method disclosed by Davis with the teaching of Feurer to ensure that a 
minimum set of measures that drive behaviors are included in the modeling process. 
As suggested by Feurer, one would have been motivated to include this feature to 
ensure that there are adequate data for comparison purposes (par. 32). 
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(E) Claim 27 differs from claims 18, in that claim 18 contains a method recited as a 
series of function steps whereas claim 27 contain features recited as a computer 
readable medium encoding instructions for performing the steps of claim 18. As the 
method of step claim 18 has been shown to be computer-implemented and disclosed or 
obvious by the combined teachings of Davis, Nagai and Feurer, it is readily apparent 
that the "computer readable medium" to accomplish those method steps is obvious in 
view of the prior art. As such, the limitations recited in claim 27 are rejected for the 
same reasons given for method claim 18, respectively, and incorporated herein. 

Response to Arguments 

7. Applicant's arguments filed 4/26/04 have been fully considered but they are not 
persuasive. 

On pages 35-38 of the response, the Applicant argues that the Davis and Feurer 
references do not disclose the Applicant's invention. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
are not recited in the rejected claim(s). Although the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. See In 
re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

It is noted that Applicant has cited several passages from the specification to 
explain how the Applicant's invention distinguishes over the prior art of record. 
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However, the Examiner must interpret the invention, search for and apply prior art to the 
invention, as it is currently claimed, not as it is disclosed in the specification. 



Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachel L. Porter whose telephone number is 703-305- 
0108. The examiner can normally be reached on M-F, 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (703)305-9588. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 
1113. 
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